THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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! Application for patent filed April 7, 1992, which is a
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1988, now U.S. Patent No. 5,101,827, issued April 7, 1992, which
is a continuation of Application 06/751,877, filed July 5, 1985,
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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1-7, which constitute al
the clains remaining in the application.

The clained invention pertains to a nmethod of imaging
hypopl astic, anatomi cally displaced or ectopic cells or tissues
of a manmal i an subj ect using scintigraphic or nagnetic resonance
i magi ng.

Representative claim1l is reproduced as foll ows:

1. A method of imaging hypoplastic, anatom cally displ aced
or ectopic cells or tissues in a manmal i an subj ect by
scintigraphic or magnetic resonance inmaging, conprising the steps
of: (a) parenterally injecting a mammal i an subject, at a |ocus
and by a route providing access to an organ of interest, with an
anti body or antibody fragnent which specifically binds a marker
produced by or associated with said cell or tissue, said antibody
or antibody fragnent being | abeled wth a radioi sotope or with a
magneti ¢ resonance i mage enhanci ng agent capabl e of external
detection, the anount of the | abel ed anti body or anti body
fragnment being sufficient to permt a scintigraphic inmage or an
enhanced magneti c resonance i mage of said organ to be obtai ned;
and (b) obtaining a positive scintigraphic inmage or positive
enhanced magneti c resonance image of said organ, at a tine after
injection of said agent sufficient for said agent to diffusely
accrete in said organ and specifically bind to said narker.

The exam ner relies on the follow ng references:

Hansen et al. (Hansen) 3,927, 193 Dec. 16, 1975
Gol denberg ‘ 647 4, 331, 647 May 25, 1982
Col denberg ‘ 544 4,361, 544 Nov. 30, 1982

Clains 1-7 stand rejected under 35 U S.C. 8§ 103. As
evi dence of obvi ousness the exam ner offers Gol denberg ‘647 in
vi ew of Hansen and further in view of Col denberg ‘' 544.
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Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answer for the

respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal , the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunents set forth in the briefs along wwth the examner's
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 1-7. Accordingly, we reverse.

Appel I ant has indicated that for purposes of this appeal
the clains will stand or fall together in the follow ng two
groups: Goup | has clains 1, 3, 4, 6 and 7, and Goup Il has

claims 2 and 5. Consistent with this indication appellant has
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made no separate argunments with respect to any of the clains
Wi thin each group. Accordingly, all the clainms within each group

will stand or fall together. Note In re King, 801 F.2d 1324,

1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re Sernaker, 702

F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly, we
will only consider the rejection against clains 1 and 2 as
representative of all the clainms on appeal.

We consider first the rejection of claim1l under 35
US C 8 103. Inrejecting clains under 35 UUS.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G.ahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whol e
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825
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(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part
of

conplying with the burden of presenting a prinma facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

In rejecting claim1, the exam ner noted that Gol denberg
‘647 taught a nethod for detecting and | ocalizing tunors using
radi ol abel ed anti bodi es specific to antigens which are produced
or associated with the tunor. According to the exam ner, the
only features not taught by Gol denberg '647 were the emtting
energy of the radioisotope [recited in claim3] and the specific
i mmunoreactivity of the antibody or fragnent and the cross-
reactivity to other antigens [recited in claim?7] [answer, page
3]. The exam ner relied on Hansen for teaching the clained
emtting energy of the radioisotope and relied on Gol denberg ‘544
for teaching the clained i munoreactivity and cross-reactivity to

ot her anti gens.
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We note that neither of these latter features is
specifically recited in claim1. Even though the exam ner
applied the three references against all the clains on appeal,
the exam ner did not identify any specific recitation of claiml
whi ch was not di scl osed by CGol denberg ‘ 647. The Hansen and
ol denberg ‘544 references appear to have been cited only to neet

the limtations

of certain dependent clains as indicated above. Thus, the
rejection of claim1, as witten, suggests that Col denberg ‘647
fully meets the invention, which of course, would support a
rejection on obviousness as well.

Appel l ant’ s mai n argunent throughout has been that claim
1l is directed to the enhanced i mging of cells or tissues which
may have no pat hol ogy associ ated therewith whereas the applied
prior art is all directed to the enhanced i nagi ng of tunorous
cells and tissues. Appellant argues that the types of “healthy”
tissues recited in claim1l cannot be inaged by the nethods
described in the applied prior art. The exam ner has taken the
position that the imaging carried out by the applied prior art

i nherently involves observing normal as well as abnormal cells
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and that such operation would neet the recitations of claim1.
Appel | ant argues that inherency is not an appropriate ground for
findi ng obvi ousness under 35 U S.C. § 103.

Al t hough appel l ant’ s argunent on inherency is flawed, the
exam ner’s finding of inherency is wthout factual support in the
prior art of record. Caiml recites that a subject is injected
with “an anti body or antibody fragment which specifically binds a
mar ker produced by or associated with said cell or tissue.” The
ant ecedent basis for said cell or tissue is the recitation of
“hypopl astic, anatom cally displaced or ectopic cells or tissues”
as recited in lines 1-2 of claim1l. Thus, the marker of the
invention of claim1 nust be associated with a cell or tissue
which is sinply abnormally shaped, and not necessarily
pat hol ogi cally abnormal. On the contrary, each of the applied
prior art references injects antibodies which bind to markers
produced by
tunorous cells or tissues and would not bind to markers of cells
whi ch are sinply abnormally shaped. Thus, not only is the nethod
of claim1l not inherently perforned by the prior art references,
but the prior art is specifically designed not to enhance the
i mage of otherw se healthy tissues. |In other words, the inmge of

claim1 enhances the appearance of healthy tissues while the
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prior art references each enhances only the image of tunorous
tissues. The examner’s finding that the nmethod of claim1l is
i nherently perfornmed by the applied prior art is, therefore,
clearly erroneous.

In summary, for the reasons just discussed there is
clearly a difference between the invention of claim1l and the
met hods taught by the applied prior art. The exam ner’s reliance
on an inherency position fails to address why this difference
woul d have been obvious to one having ordinary skill in the art.
As not ed above, an explanation of why differences between the
claimed invention and the applied prior art woul d have been
obvious is a necessary part of the exam ner’s burden of

establishing a prinma facie case of obviousness. Thus, the

examner’s failure to properly address the noted difference
between the prior art and the invention of claiml results in a

failure to make a prima facie case of obvi ousness.

For all the above reasons, we do not sustain the
exam ner’s rejection of claim1 and of clains 3, 4, 6 and 7 which
are grouped therewith. Since clains 2 and 5 include all the
limtations of claim1l based on their dependency therefrom we
al so do not sustain the rejection of these clains. Accordingly,

t he decision of the examner rejecting clains 1-7 under 35 U S. C
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8§ 103 is reversed.

REVERSED

JAVES M MElI STER
Adm ni strative Patent Judge
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